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REMARKS 

The present application includes pending claims 1-44, all of which have been rejected. In 
particular, claims 1-44 stand rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
6,813,775 ("Finseth") in view of U.S. 2002/0144273 ("Reto"). The Applicants respectfully 
traverse these rejections for at least the reasons previously discussed during prosecution and the 
following. 

As an initial matter, the Applicants note that a goal of patent examination is to provide a 

prompt and complete examination of a patent application. 

It is essential that patent applicants obtain a prompt yet 
complete examination of their applications. Under the 
principles of compact prosecution, each claim should be reviewed 
for compliance with every statutory requirement for 
patentability in the initial review of the application, even if one 
or more claims are found to be deficient with respect to some 
statutory requirement. Thus, Office personnel should state all 
reasons and bases for rejecting claims in the first Office action. 
Deficiencies should be explained clearly, particularly when they 
serve as a basis for a rejection. Whenever practicable, Office 
personnel should indicate how rejections may be overcome and 
how problems may be resolved. A failure to follow this approach 
can lead to unnecessary delays in the prosecution of the 
application. 

Manual of Patent Examining Procedure (MPEP) § 2106(11) (emphasis added). As such, the 
Applicants assume, based on the goals of patent examination noted above, that the current Office 
Action has set forth "all reasons and bases" for rejecting the claims. 

Further, this Response does not amend any of the claims. Therefore, the Applicants 
respectfully submit that this Response cannot raise any new issues with respect to the pending 
claims that would require a further search. In short, a never-ending process of repeatedly 
dredging up different prior art references after the Applicants effectively differentiate cited 
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references without amending claims unquestionably undermines the principles of compact 
prosecution. 

If, however, a new rejection is going to be asserted against the claims, the Applicants 
respectfully request a telephone conference with the Examiner and the Examiner's supervisor 
before an Office Action containing such a rejection is mailed, in order to understand why the 
goals of compact prosecution are to be violated. 

As noted, all of the pending claims stand rejected as being obvious over Finseth in view 

of Reto. In order for a prima facie case of obviousness to be established, the Manual of Patent 

Examining Procedure ("MPEP") states the following: 

The key to supporting any rejection under 35 U.S.C. 103 is the 
clear articulation of the reason(s) why the claimed invention would 
have been obvious. The Supreme Court in KSR International Co. 
v. Teleflex Inc., 82 USPQ2d 1385, 1396 (2007) noted that the 
analysis supporting a rejection under 35 U.S.C. 103 should be 
made explicit. The Federal Circuit has stated that "rejections on 
obviousness cannot be sustained with mere conclusory 
statements ; instead, there must be some articulated reasoning with 
some rational underpinning to support the legal conclusion of 
obviousness." 

See MPEP at § 2142, citing In re Kahn, 441 F.3d 977, 988, 78 USPQ2d 1329, 1336 (Fed. Cir. 

2006), and KSR International Co. v. Teleflex Inc., 82 USPQ2d at 1396 (quoting Federal Circuit 

statement with approval) (emphasis added). 

Additionally, if a prima facie case of obviousness is not established, the Applicants are 

under no obligation to submit evidence of nonobviousness: 

The examiner bears the initial burden of factually supporting any 
prima facie conclusion of obviousness. If the examiner does not 
produce a prima facie case, the applicant is under no obligation to 
submit evidence of nonobviousness. 

See MPEP at § 2142. 
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Moreover, "[t]o establish prima facie obviousness of a claimed invention, all the claim 
limitations must be taught or suggested by the prior art. In re Royka, 490 F.2d 981, 180 USPQ 
580 (CCPA 1974)." See MPEP at 2143.03 (emphasis added). Further, 'ja]ll words in a claim 
must be considered in judging the patentability of that claim against the prior art.' In re Wilson, 
424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA)." See id. (emphasis added). 

As the Federal Circuit recently noted, "[i]f the examiner is able to render a claim obvious 
simply by saying it is so, neither the Board nor [the Federal Circuit] is capable of reviewing that 
determination. ... If there is neither record evidence nor detailed examiner reasoning, the Board 
should not conclude that ... claims are obvious." See In re Vaidyanathan, Appeal 2009-1404 at 
pages 18-19 (Fed. Cir. May 19, 2010) (nonprecedential). 

"[W]hile KSR relaxed some of the formalism of earlier decisions requiring a 'teaching, 

suggestion, or motivation' to combine prior art references, it did not remove the need to anchor 

the analysis in explanation of how a person of ordinary skill would select and apply the teachings 

of the references." See id. at page 17. Moreover, 

KSR did not free the PTO's examination process from explaining 
its reasoning. In making an obviousness rejection, the examiner 
should not rely on conclusory statements that a particular feature 
of the invention would have been obvious or is well known. 
Instead, the examiner should elaborate, discussing the evidence or 
reasoning that leads the examiner to such a conclusion. Generally, 
the examiner cites prior art references to demonstrate the state 
of knowledge. 

Id. (emphasis added). 

"[T]he Board cannot simply reach conclusions based on its own understanding or 
experience - or on its assessment of what would be basic knowledge or common sense. Rather, 
the Board must point to some concrete evidence in the record in support of these findings." 
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See In re Zurko, 258 F.3d 1379, 1386 (Fed. Cir. 2001) (emphasis added). 

With those principles in mind, claim 1 recites, in part, 

receiving a request for consumption of media of a second user at 
the second location, from a first user at the first location; 

at the time of said receiving the request for consumption of media 
of the second user at the second location, from the first user at the 

first location, sending at least one indication of media consumption 
activity to the second user at the second location, via the 
communication network, if the at least one condition is met, to 
enable interaction of the first user and the second user during media 
consumption by the first user. 

Thus, the claim is clear that a first user requests (not invited to share) to consume media 

of a second user (not broadcast television or pay-per-view programming of a separate and 

distinct media provider) at a second location. When that request is made, an indication of media 

consumption activity is sent to the second user at the second location if at least one condition is 

met. 

Independent claims 1 1, 22, 30 and 40 recite similar limitations. 

The Office Action asserts that Finseth discloses all of the claim limitations except that it's 
"unclear with respect to receiving a request for consumption of media of a second user at the 
second location, from a first user at the first location; at the time of said receiving the request for 
consumption of media of the second user at the second location, from the first user at the first 
location, sending at least one indication of media consumption activity to the second user at the 
second location, via the communication network, if the at least one condition is met to enable 
interaction of the first and second user during media consumption by the first user." See 
February 17, 2010 Office Action at pages 4-5 (emphasis in original). 
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In an attempt to overcome these deficiencies of Finseth, the Office Action relies on Reto 
at Figures 35-37 and Paragraphs [0041]-[0042] and [0175]-[0176]. See id. at pages 3 and 5. As 
explained below, however, Reto does not make up for all of the acknowledged deficiencies of 
Finseth. 

Reto discloses a system that "includes a plurality of client devices 1, 2, 3, 4, ... connected 
to a server 5 through a network." See Reto at [0093]. As shown in Figure 1 of Reto, the server 5 
is separate and distinct from the client devices 1, 2, 3, 4. Similarly, as shown in Figure 34 of 
Reto, the pay-per-view server 8 is separate and distinct from the client devices 1, 2, 3, 4. 

Reto discloses a "configuration be provided to enable users to invite " as opposed to 
request media, "each other to watch the same content." See id. at [0020] (emphasis added). 
"When the content is broadcast content, then a user can invite anyone with a client device that 
includes a broadcast receiver to watch the same content together." See id. at [0021] 
(emphasis added). Notably, the "broadcast content" is not content of the users . Instead, it is 
separately broadcast, and users tune into the broadcast. 

Thus, in Reto, a user does not request media from another user. Instead, a user invites 
another user to watch the same content that is separately broadcast by a media provider. For 
example, Reto does not disclose a scenario in which one person desires to view media of another 
user, in which case that person would ask, i.e., request, the other user, if he/she could view the 
media. Instead, in Reto, one person may be watching a particular broadcast of an outside media 
provider and determine that one of his/her friends may wish to also view the separately broadcast 
program, in which case that person would invite his/her friend to join in viewing. In this 
scenario, user A is not requesting to view the media of user B. Instead, user B is inviting user A 
to join in watching broadcast program C. 
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Turning back to Reto, in particular, "[w]hen the content is pay content, the invitation of a 
friend provides a very strong recommendation to purchase the pay content, which is beneficial to 
providers of the pay content." See id. at [0022] (emphasis added). Again, the pay content is 
not content of the users. Instead, it is that of the "providers of the pay content." One user who is 
watching such pay content may invite another user to join in watching the pay content at the 
same time. Notably, the invitee does not request to watch media content of the inviter. That is, 
Reto discloses that a user may opt to "share" pay content being provided through the pay-per- 
view server 8 (but not any of the users), but not that the other user explicitly requests such pay 
content provided by the separate and distinct server 8, or any media content of the other user. 
See id. at [0167]-[0169] and [0175]-[0176]. 

Reto notes that "users of different client devices can communicate with each other and 
share the interactive television watching experience by merely selecting a displayed content icon 
button, for example, by using a remote control unit." See id. at [0042]. However, Reto does not 
describe, teach or suggest that a user at one location requests media content of another user (as 
opposed to broadcast television or a pay-per-content provider). Reto indicates that a "user can 
send an icon indicated on one of the suggested icon buttons 61 directly to the target client 
device" (see id. at [0124]), but Reto does not describe, teach or suggest that the target device 
requests such an icon. 

As explained above, Reto does not describe, teach or suggest the following, as recited in 
claim 1: 

receiving a request for consumption of media of a second user at 
the second location, from a first user at the first location; 

at the time of said receiving the request for consumption of 
media of the second user at the second location, from the first 
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user at the first location, sending at least one indication of media 
consumption activity to the second user at the second location, via 
the communication network, if the at least one condition is met, to 
enable interaction of the first user and the second user during media 
consumption by the first user. 

Independent claims 1 1, 22, 30 and 40 recite similar limitations. 

The Office Action acknowledges that Finseth also does not describe, teach or suggest 
these limitations. See February 17, 2010 Office Action at pages 4-5. Because neither Finseth 
nor Reto describes, teaches or suggests these limitations, the combination of the two, by 
definition, also cannot describe, teach or suggest them. That is, if a first reference does not 
disclose X, and a second reference does not disclose X, the addition of the first reference to the 
second reference cannot yield X. Thus, for at least these reasons, the Applicants respectfully 
submit that the proposed combination does not render the pending claims unpatentable. 

As noted above, the "Supreme Court in KSR International Co. v. Teleflex Inc., 82 
USPQ2d 1385, 1396 (2007) noted that the analysis supporting a rejection under 35 U.S.C. 103 
should be made explicit . The Federal Circuit has stated that 'rejections on obviousness cannot 
be sustained with mere conclusory statements ; instead, there must be some articulated 
reasoning with some rational underpinning to support the legal conclusion of obviousness.'" See 
MPEP at § 2142, citing In re Kahn, 441 F.3d 977, 988, 78 USPQ2d 1329, 1336 (Fed. Cir. 2006), 
and KSR International Co. v. Teleflex Inc., 82 USPQ2d at 1396 (quoting Federal Circuit 
statement with approval) (emphasis added). 

If the current (or any new) rejection is maintained, however, the Applicants respectfully 
request that any subsequent Office Action provide an explicit analysis by specifically citing 
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and quoting 1 (as opposed to simply listing a few isolated Figure and paragraph numbers), where 
either Finseth or Reto discloses one user requesting media of another user. Failure to do so 
will seemingly signal an acknowledgement that such is not found in either reference. 

Additionally, referring to the PTO's published guidelines of October 10, 2007, with 
regard to the procedure to be followed by Examiners when making an obviousness rejection, the 
guidelines recite seven rationales supporting an obviousness rejection and give specific findings 
that must be made by an Examiner in order for the Examiner to use the rationale to support a 
finding of obviousness. These findings are not optional and must be articulated by the 
Examiner for the rationale to apply . The seven rationales are shown below. 

(A) Combining prior art elements according to known methods to 
yield predictable results; 

(B) Simple substitution of one known element for another to obtain 
predictable results; 

(C) Use of known technique to improve similar devices (methods, 
or products) in the same way; 

(D) Applying a known technique to a known device (method, or 
product) ready for improvement to yield predictable results; 

(E) "Obvious to try" — choosing from a finite number of 
identified, predictable solutions, with a reasonable expectation of 
success; 

(F) Known work in one field of endeavor may prompt variations of 
it for use in either the same field or a different one based on design 
incentives or other market forces if the variations would have been 
predictable to one of ordinary skill in the art; 

(G) Some teaching, suggestion, or motivation in the prior art that 
would have led one of ordinary skill to modify the prior art 



1 See, for example, above in which the Applicants specifically quote portions of Reto. 
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reference or to combine prior art reference teachings to arrive at 
the claimed invention. 

If the current rejection is maintained, or any new rejection based on obviousness is 
asserted, the Applicants respectfully request that any subsequent action: 1) identify the specific 
Rationale (i.e., by specifically indicating one of A through G 2 noted above) in the Guidelines 
that the Examiner is using to support the obviousness rejection so that the Applicant may more 
clearly address the Examiner's concerns, and 2) state on the record the required factual 
findings to support the Rationale that the Examiner has chosen. 

To reiterate, "[i]f the examiner is able to render a claim obvious simply by saying it is so, 
neither the Board nor [the Federal Circuit] is capable of reviewing that determination. ... If there 
is neither record evidence nor detailed examiner reasoning, the Board should not conclude that 
... claims are obvious." See In re Vaidycmathcm, Appeal 2009-1404 at pages 18-19 (Fed. Cir. 
May 19, 2010) (nonprecedential). 

In general, the Office Action makes various statements regarding the pending claims and 
the cited references that are now moot in light of the above. Thus, the Applicants will not 
address such statements at the present time. However, the Applicants expressly reserve the right 
to challenge such statements in the future should the need arise (e.g., if such statement should 
become relevant by appearing in a rejection of any current or future claim). 

The Applicants respectfully request reconsideration of the claim rejections for at least the 
reasons discussed above. If the Examiner has any questions or the Applicants can be of any 
assistance, the Examiner is invited to contact the undersigned attorney. 

2 In particular, the Applicants request that any substantive Office Action that rejects the claims 
based on obviousness state the following: "The Examiner is using Rationale [state A, B, C, D, 
E, F, or G] from the PTO guidelines to support the rejection." 
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The Commissioner is authorized to charge any necessary fees, including the $130 fee for 
the 1-month extension, or credit any overpayment to the Deposit Account of McAndrews, Held 
& Malloy, Account No. 13-0017. 

Respectfully submitted, 

Date: June 11, 2010 /Joseph M. Butscher/ 

Joseph M. Butscher 
McAndrews, Held & Malloy, Ltd. Registration No. 48,326 

500 West Madison Street, 34th Floor 
Chicago, Illinois 60661 
Telephone: (312)775-8000 
Facsimile: (312)775-8100 
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